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In re: Application of; 
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Serial No: 09/997,915 

Filed: 11/29/2001 

Title: APPARATUS AND METHOD 
OF ORGANIZING BOOKMARKED 
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Gautam Sain 

Group Art Unit: 2176 
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TRANSMITTAL OF APPELLANTS^ BRIEF UNDE R 37 C.F.R. 1.192(a) 

Conunieeioneir for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Attached is Appellant's Brief, in triplicate, from a 
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rejecting the claims in the Application. 
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Attorney for Applicants 
Registration Np, 39,969 




AUS920010888US1 



Page 2 of 2 



PAGE 6151 * RCVD AT 12/11/2005 5:13:45 PM [Eastern Standard Time] * SVR:USPTO-EF){RF-6/24 * ONIS:2738300* CSID:512 306 0240* DURATION (inm-ss):10-08 



Sunday, December 11, 2005 4:13 PM 



RECEIVED 

Volel Emile, Esq. (512) 306-0240 (^fTRAL FMX CENTER 



DEC 1 1 2005 



AppLNo. 09/997,915 
Appeal Brief dated 12/11/2005 
Reply to Office Action of 08/25/2005 



IN THE tWITBD StATES PATBMT AMD TBADEMftRK OJFICE 



In re: Application of: 
Bh-upesh Gupta 

Serial No: 09/997,915 

Filed: 11/29/2001 

Title: APPARATUS AND METHOD 
OF ORGANIZING BOOKMARKED 
WEB PAGES INTO CATEGORIES 



Before the Examiner i 
Gautam Sain 

Group Art unit: 2176 

Confirmation No.: 6707 



APPELLANTS^ BRIEF UNDER 37 C.F.R. 1.192 

Coniiniss loner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is an appeal to a final rejection dated August 
25, 2005 of claims 1 - 33 of Application Serial Nuinber 
09/997,915 filed on October 29, 2001. This Appeal Brief is 
submitted pursuant to a Notice of Appeal filed on October 
11, 2005 in accordance with 37 C.F.R. 1.192. 



12/12/E005 HDEWESSl 00000068 090447 09997915 
01 FC:1402 500.00 Dfl 
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BRIEF FOR APPLICANTS - APPELLANTS 



(1) 

Real Party in Interest 
The real party in interest is International Business 
Machines Corporation (IBM), the assignee. 

(2) 

Related Appeals and Interferences 
There are no othor appeals or interferences known to 
appellants, appellants' representative or assignee, which 
will directly affect or be directly affected by or liave a 
bearing on the Board's decision in the pending appeal. 

(3) 

Status of Claims 
Claims 1-32 have been finally rejected under 35 
O.S.C. §102 (b) as being anticipated by Burke (US 6,032,162) 
in Office Action dated August 25, 2005. In that Office 
Action, newly added claim 33 was also finally rejected 
under 35 U.S.C. §103 as being unpatentable over Burke. 



(4) 

Status of Amendment 
All amendments have been entered. 



(5) 

Summary of the Invention 
The present invention provides an apparatus, system, 
computer program product and method of organizing 

AUS920010888US1 
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bookm^^rked Web pages into categories. In accordance with 
the teachings of the invention, when a user is bookmarking 
a web page, a check is made to determine whether the Web 
page to be bookmarked is assigned a category on a server. 
If so, the category is downloaded from the server. A sub- 
folder is then created with the downloaded category as a 
name and the bookmarked page is stored therein (see page 
12, lines 13 to 23, page 15, lines 16 to 24 and page 15, 
line 27 to page 16, line 9) . 

(6) 
Issues 

Whether Cl»ims 1-32 were prqperly rejected tinder 
102(b) as being antioipated by Burko. And, Whether 
Claim 33 was properly rejected vnder 103. 

(7) 

Grouping of Claimg 
The rejected claims fall under two groups: 
Group I: 1 - 32; and 
Group II: 33 r 

(8) 
Argument 

In considering a Section 102 rejection, all the 
elements of the claimed invention must be disclosed in a 
single item of prior art in the form literally defined in 
the claim. Jam^abury Corp. v. Litton Indus. Products, 756 
F.2d 1556, 225 USPQ 253 (Fed. Cir. 1985); Atlas Powder Co. 
V. Dupont, 750 F.2d 1569, 224 USPQ 409 (Fed. Cir. 1984); 
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American Hospital Supply v. Tra^enol Labs-f 745 F,2d 1; 223 
USPQ 577 (Fed. Cir. 1984). 

Burke purports to provide a system for storing 
bookmark files at a remote location. According to Burke^ a 
bookmark file that is stored on a local computer ay^tem 
(i.e-r a system that is being used by a user) may also be 
stored remotely for anytime availability. When a bookmark 
file is being stored at a remote location, the file may be 
merged with another bookmark file which may have been 
previously stored thereat. When the bookmark files are 
merged together, bookmarked Web pages from the new bookmark 
fil« may be stored in categories or eub-folders in which 
bookmarked pages from the previously stored bookmark file 
are stored. The categories may be in accordance with a 
master set of theme and topic codes. In this case, 
individual pages will have been given a topic and theme 
code by the local system. After storing the bookmark file 
at the remote location, the user may at anytime download 
the file to any local system and the bookmarked pages will 
be displayed in their respective category- 

However, Burke does not teach, show or so much as 
suggest bookmarking web pages by first etete rniining wb^tiidr 
a server h^s ^aslgnad « category to tlie page and if ao, to 
download tho oa-tegory and to use it aa the title of a anb- 
folder into which the pag« ia stored in the bookmark folder 
as claimed - 

Consequently, Applicants submit that the Claims 1 ^ 32 
are allowable. H^nc©, Applicants respectfully request 
allowance and passage to issue of the claims in the 
Application. 

AUS920010888US1 
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Regarding Claim 33, it specifically states that when a 
Web page is to be stored on a local coinputer system, a 
check is made to detormine whether the page has been 
assigned a category on a remote system. If so, the 
catogoiry ia dowDXoadia<l . And if the downloaded category 
does not already exist as a title of a sub-folder in the 
bookmark folder, a sub-folder having for title the category 
is created into which the page is stored. 

It is a well settled law that in considering a Section 
§103 rejection, the subject matter of the claim "as a 
whole" must be considered and analyzed. In the analysis, 
it is necessary that the scope and contents of the prior 
art and differences between the art and the claimed 
invention be determined. Graham v. John Deere Co.f 383 
U.S, 1 (1966) . 

As mentioned above, the disclosure of Burke is 
directed toward storing bookmark files at remote systems 
such that user's may always have access to the files. It is 
not directed to bookmark Web pages locally- Thus, Burke 
does not show the steps of downloading categories, creating 
sub-folders with the downloaded categories as title and to 
store Web pages locally in those created categories- 

Therefore Applicants submit Claim 33 should also be 
allowable- ^^-"^ 

Re,s|)ect fully svibmitted, 

, r/;-^^'^'" 

By; 0 . \ ^ 

Volel Emile 

Attorney for ;)i.pplicants 
Registration , No. 39,969 
^12) 306-7.9t9 
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APPENDIX 

1. (Previously presented) A computer implemented method 
of categorizing bookmarked Web pages in a bookmark 
folder comprising tne steps of: 

determining whether a Web page to be bookmarked has 
been assigned a category on a server; 

downloading the category if the Web page has been 
assigned a category; 

creating a sub-folder in the bookmark folder with the 
category as a name; and 

storing a bookmark to the Web page into the sub- 
folder, 

2. (Previously presented) The computer implemented method 
of Claim 1 further including the step of detemining 
whether there already exists a sub-folder with the 
category as a name before creating the sub^-f older. 

3. (Previously presented) The computer implemented method 
of Claim 2 wherein if there already exists a sub- 
folder with the category as a name, the bookmark to 
the Web page is stored into the already existed sub- 

f older and the sub-£older is not created - 
AUS920010888US1 
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4. (Previously presented) The computer implemented method 
of Claim 1 wherein if the Web page has not been 
assigned a category, the Web pagO is stored into a 
default sub-folder - 

5. (Previously presented) The computer implemented method 
of Claim 4 wherein if the Web page has not been 
assigned a category, a note is sent to an 
administrator of the server requesting that the Web 
page be assigned a category* 

6* (Previously presented) The computer implemented method 
of Claim 5 wherein after the Web page has been 
assigned a category, the category and the URL ^ of the 
Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
URL is used to differentiate the Web page from other 
Web pagey that may be in the default sub-folder . 

7. (Previously presented) The computer implemented method 
of Claim 6 further including the step of determining 
whether there already exists a sub-folder with the 
category as a name in the bookmark folder before 
creating the sub-folder. 

8. (Previously presented) The computer implemented method 
of Claim 7 wherein if there already exists a sub- 
folder with the category as a name, a sub-folder is 

AUS920010888US1 
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not created and the bookmark to the Web page is moved 
into the already existed sub-folder. 

9, {Previously presented) A computer program product on a 
computer readable medium for categorizing bookmarJced 
Web pages in a bookmark folder comprising: 

code means for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

code means for downloading the category if the Web 
page has been assigned a category; 

code means for creating a sub-folder in the bookmark 
folder with the category as a name; and 

code means for storing a bookmark to the Web page into 
the sub-folder. 

10, (Original) The computer program product of Claim 9 
further Including code means for determining whether 
there already exists a sub-folder with the category as 
a name before creating the sub-folder. 

11, (Original) The computer program product of Claim 10 
wherein if there already exists a sub-folder with the 
category as a name, the bookmark to the Web page is 
stored into the already existed sub-folder and the 
sub-folder is not created • 

AUS920010888US1 
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12- (Original) The computer progrem product of Claim 9 
wherein if the Web page has not been assigned a 
category, the bookmark to th« Web pag^ is stored into 
a default sub-folder, 

13. (Original) The computer program product of Claim 12 
wherein if the Web page has not been assigned a 
category, a note is sent to an administrator of the 
server requesting that the Web page be assigned a 
catogory . 

14. (Original) The computer program product of Claim 13 
wherein after the Web page has been assigned a 
category, the category and the URL of the web page are 
downloaded wherein the downloaded category is used as 
a name to a sub-folder into which the bookmark to the 
Web page is to be moved and the URL is used to 
differentiate the Web page from other Web pages that 
may be in the default sub-f older* 

15. (Original) The computer program product of Claim 14 
further including code means for determining whether 
there already exists a sub-folder with the category as 
a name in the bookmark folder before creating the sub- 
folder. 

16. (Original) The computer program product of Claim 15 
wherein if there already exists a sub-folder with the 
category as a name, a sub-folder is not created and 

AUS920010888US1 
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the bookmark to the Web page is moved into the already 
existed sub-folder. 

17. (Previously presented) A computer implemented 
apparatus for categorizing bookiaarked Web pages in a 
bookmark folder comprising: 

meani3 for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

means for downloading the category if the Web page has 
been assigned a category; 

means for creating a sub-folder in the bookmark folder 
with the category as a name; and 

means for storing a bookmark to the Web page into the 
sub- folder . 

18. (Previously presented) The computer implemented 
apparatus of Claim 17 furi:her Including means for 
determining whether there already exists a sub-folder 
with the category as a name before creating the sub- 
folder. 

19. (Previously presented) The computer implemented 
apparatus of Claim 18 wherein if there already exists 
a sub-folder with the category as a nam©, the bookmark 
to the Web page is stored into the already existed 
sub-folder and the sub-folder is not created. 

AUS920010a88USl 
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20, (Previously presented) The computer implemented 
apparatus of Claim 11 wherein if the Web page has not 
been assigned a category, the bookinark to the Web page 
is stored into a default sub-rolder, 

21. {Previously presented) The computer implemented 
apparatus of Claim 20 wherein if the Web page has not 
been assigned a category, a note is sent to an 
administrator of the server requesting that the Web 
page be assigned a category. 

22- (Previously presented) The computer implemented 
apparatus of Claim 21 wherein after the Web page has 
been assigned a category, the category and the URL of 
the Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
URi is used to differentiate the Web page from other 
Web pages that may be in the default sub-folder. 

23, (Previously presented) The computer implemented 
apparatus of Claim 22 further including code means for 
determining whether there already exists a sub-folder 
with the category as a name in the bookmark folder 
before creating the sub-folder. 

24, (Previously preeentod) The computer implemented 
apparatus of Claim 23 wherein if there already exists 
a sub-folder with the category as a name, a sub-folder 

AUS920010888US1 
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is not created and the bookmark to the Web page is 
moved into the already existed sub-folder. 

25. (Previously presented) A computer system for 
categorizing bookmarked Web pages in a bookmark folder 
comprising: 

at least one memory device for storing code data; and 

at least one processor for processing the code data to 
determine whether a Web page to be bookmarked has been 
assigned a category on & server, to download the 
category if the Web page has been assigned a category, 
to create a sub-folder in the bookmark folder with the 
category as a name and to store a bookmark to the Web 
page into the sub-folder, 

26. (Original) The computer system of Claim 25 wherein the 
processor processes the code data to further determine 
whether there already exists a sub-folder with the 
category as a name before creating the sub-folder. 

27. (Original) The computer system of Claim 26 wherein if 
there already exists a sub-folder with the category as 
a name, the bookmark to the Web page is stored into 
the already existed sub-^folder and the sub-folder is 
not created. 

28. (Original) The computer system of Claim 25 wherein if 
the Web page has not been assigned a category, the 

AUS920010888US1 
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bookmark to the Web page is stored in a default sub- 
folder, 

29. (Original) The computer system of Claim 28 wherein if 
the Web page has not been assigned a category, a note 
is sent to an administrator of the server requesting 
that the Web page be assigned a category. 

30. (Original) The computer system of Claim 29 wherein 
after the Web page has been assigned a category, the 
category and the URL of the Web page are downloaded 
wherein the downloaded category is used as a name to a 
sub-folder into which the bookmark to the Web page is 
to be moved and the URL is used to differentiate the 
Web page from other Web pages that may be in the 
default sub-folder. 

31. (Original) The computer system of Claim 30 wherein the 
procesaor prooeseee the code data to further determine 
whether there already exists a sub-folder with the 
category as a name in the bookmark folder before 
creating the sub- folder. 

32. (Original) The computer system of Claim 31 wherein if 
there already exists a sub-folder with the category as 
a name, a sub-folder is not created and the bookmark 
to the Web page is moved into the already existed sub- 
folder. 
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33. (Previously presented) A computer implemented method 
of categorizing bookmarked Web pages in a bookmark 
folder on a local computer Bystem comprising the steps 
of: 

determining whether a Web page is to be bookmarked on 
the local computer systems- 
determining, if the Web page U to be bookmarked, 
whether the Web page has been assigned a category on a 
remote computer systems- 
downloading the category if the Web page has been 
assigned a category; 

determining whether the downloaded category already 
exists as a name of a sub-folder in the bookmark sub- 
folder on the local computer system; 

storing/ if the downloaded category already exists as 
a name of a sub- folder in the bookmark sub-folder on 
the local computer system, a bookmark to the Web page 
into the sub-folder; 

creating, if the downloaded category does not already 
exist as a name of a sub-folder in the bookmark sub- 
folder on the local computer system, a sub-folder in 
the bookmark folder on the local computer system with 
the downloaded category as a name for the sub-folder; 
and 
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storing the bookmark to the Web page into the created 
sub-folder. 
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IN THE tmiTED STATBS PATENT AND TRADEMARK OFFICE 



In re; Application of: 
Bhupesh Gupta 

Serial No: 09/997,915 

Filed: 11/29/2001 

Title: APPARATUS AND METHOD 
OF ORGANIZING BOOKMARKED 
WEB PAGES INTO CATEGORIES 



Before t.he Examiner: 
Gautam Sain 

Group Art Unit: 217 6 

Confirmation No. ; 6707 



APPELLANTS^ BRIEF UNDER 37 C.F,R, 1,192 

Coirnnissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is an appeal to a final rejection dated August 
25, 2005 of claims 1 - 33 of Application Serial Number 
09/997,915 filed on October 29, 2001. This Appeal Brief is 
submitted pursuant to a Notice of Appeal filed on October 
11, 2005 in accordance with 37 C.F-R. 1.192, 
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BRIEF FOR APPLICiUiTS - APPELLANTS 
(1) 

Real Party in Interest 
The real party in interest is International Business 
Machines Corporation (IBM), the assignee. 

(2) 

Related Appeals and Interferences 
There are no other appeals or interferences known to 
appellants, appellants' representative or assignee, which 
will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

(3) 

Status of Claims 
Claims 1-32 have been finally rejected under 35 
U.S.C. §102 (b) as being anticipated by Burke (US 6,032,162) 
In an Office Action dated August 25, 2005. In that Office 
Action, newly added Claim 33 was also finally rejected 
under 35 U.S.C. §103 as being unpatentable over Burke. 

(4) 

Status of Amendment 
All amendments have been entered. 

(5) 

Suimnary of the Invention 
The present invention provides an apparatus, system, 
computer program product and method of organizing 
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bookmarked Web pages into categories. In accordance with 
the teachings of the invention, when a user is bookmarking 
a Web page, ^ chock is made to detormino whether the Web 
page to be bookmarked is assigned a category on a server* 
If so, the category is downloaded rrom tUe server* A sub- 
folder is then created with the downloaded category as a 
name and the bookmarked page is stored therein (see page 
12, lines 13 to 23, page 15, lines 16 to 24 and page 15, 
line 27 to page 16, line 9) . 

(6) 
Issues 

Whether Claims 1-32 were properly rejected under 
102 (b) as jDelng atiticlp&ned by Burke. And, whether 
Claim 33 was properly rejected under 103. 

(7) 

Grouping of Claimg 
The rejected claims fall under two groups: 
Group I: 1-32; and 
Group II : 33 - 

(8) 
Argument 

In considering a Section 102 rejection, all the 
elements of the claimed invention must be disclosed in a 
single item of prior art in the form literally defined in 
the claim, JBmBshvry Corp, v. LJitton Tndu^ - Products, 756 
F.2d 1556, 225 USPQ 253 (Fed. Cir, 1985); Atlas Powder Co. 
V. Dupont, 750 F.2d 1569, 224 USPQ 409 (Fed. Cir. 1984); 
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Am^:^±can Hospital Supply v. Travenol Labs., 745 F.2d 1, 223 
USPQ 577 (Fed. Cir. 1984). 

Burke purporta to provide a system for Storing 
bookmark files at a remote location. According to Burke, a 
bookmark file that is stored on a local computer ayateiR 
(i.e., a system that is being used by a user) may also be 
stored remotely for anytime availability. When a bookmark 
file is being stored at a remote location, the file may be 
merged with another bookmark file which may have been 
previously etorad thereat. When the bookmark files are 
merged together, bookmarked Web pages from the new bookJtiark 
file may be stored in categories or sub-foldera in which 
bookmarked pages from the previously stored bookmark file 
are stored. The categories may be in accordance with a 
master set of theme and topic codes. In this case, 
individual pages will have been given a topic and theme 
code by the local system. After storing the bookmark file 
at the remote location, the user may at anytime download 
the file to any local system and the bookmarked pages will 
be displayed in their respective category. 

However, Burke does not teach, show or so much as 
suggest bookmarking web pages by first dmtsrmlning^ vhoth^ 
« aarvor bae »6a±gn»dL a categozy to the pag» aixd If so, to 
download the category and to use it as tli© title of a sub- 
folder into whicli the page io stored in the bookmark folder 
as claimed. 

Consequently, Applicants submit that the Claims 1-32 
are allowable. Hence, Applicants respectfully request 
allowance and passage to issue of the claims in the 
Application. 

AUS920010888US1 

Page 4 of 15 

PAGE 25/51 * RCVD AT 12/11/2005 5:13:45 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6124 * DNIS:2738300 « CSID:512 306 0240 * DURATION (inin-ss):10-08 



Sunday, December 11, 2005 4:13 PM 



Volel Emile, Esq. (512) 306-0240 



Appl. No. 09/997,915 
Appeal Brief dated 12/1 1/2005 
Reply to Office Action of 08/25/2005 

Regarding Claim 33, it specifically states that when a 
Web page is to be stored on a local computer system, a 
cheok ie made to dotormine whether th© pago has been 
assigned a category on a remote system. If so, the 
category dowtiloaded . And if the downloaded category 

does not already exist as a title of a sub-folder in the 
bookmark folder, a sub-folder having for title the category 
is created into which the page is stored. 

It is a well settled law that in considering a Section 
§103 rejection, the subject matter of the claim ^^as a 
whole'' must be considered and analyzed. In the analysis, 
it is necessary that the iscope and contents or the prior 
art and differences between the art and the claimed 
invention be determined. Graham v. John Deere Co., 383 
U.S. 1 (1966). 

As mentioned above, the disclosure of Burke is 
directed toward storing bookmark files at remote systems 
such that users may always have access to the files. It is 
not directed to bookmark: Web pages locally* Thus, Burke 
does not show the steps of downloading categories, creating 
sub-folders with the downloaded categories as title and to 
store Web pages locally in those created categories. 

Therefore Applicants submit Claim 33 should also be 
allowable . , , 



By: 



Vole! Emile 
Attorney for Applicants 
B.^gistration^No, 39, 969 
^512) 306->9'69 
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APPENDIX 

1. (Previously presented) A computor impleiti^nted method 
of categorizing boolimarkecl Web pages in a bookmark 
folder comprising the steps of: 

determining whether a Web page to be bookmarked has 
been assigned a category on a servers- 
downloading the category if the Web page has been 
assigned a category; 

creating a sub^folder in the bookmark folder with the 
category as a name; and 

storing a bookmark to the Web page into the sub- 
folder . 

2- (Previously presonted) The computer implemented method 
of Claim 1 further including the step of determining 
whether there already exists a sub-folder with the 
category as a name before creating the sub-folder- 
s' (Previously presented) The computer implemented method 
of Claim 2 wherein if there already exists a sub- 
folder with the category as a name, the bookmark to 
the Web page is stored into the already existed sub- 
folder and the sub-f older ie not- created. 



AUS920010888US1 

Page 6 of 15 



PAGE 27/51 * RCVD AT 12/1 1/2005 5:1 3:45 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-6/24 * DNIS:2738300 * CSID:51 2 306 0240 ' DURATION (niin-ss):10-08 



Sunday, December 11, 2005 4:13 PM 



Volel Emile, Esq. (512) 306-0240 



Appl. No. 09/997,915 
Appeal Brief dated 12/1 1/2005 
Reply to Office Action of 08/25/2005 

4. (Previously presented) The computer implemented method 
of Claim 1 wherein if the Web page has not been 
assigned a category, the Meb page is stored into a 
default sub- folder. 

5. (Previously presented) The computer implemented method 
of Claim 4 wherein if the Web page has not been 
assigned a category, a note is sent to an 
administrator of the server requesting that the Web 
page bo assigned a category. 

5. (Previously presented) The computer implemented method 
of Claim 5 wherein after the Web page has been 
assigned a category, the category and the URL 'of the 
Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
URL is used to differentiate the Web page from other 
Web pages that may be in the default sub-folder. 

7. (Previously presented) The computer implemented method 
of Claim 6 further Including the step of determining 
whether there already exists a sub-folder with the 
category as a name in the bookmark folder before 
creating the sub- folder, 

8. (Previously presented) The computer implemented method 
of Claim 7 wherein if there already exists a sub- 
folder with the category as a name, a sub-folder is 
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not oraatod and the bookiuark to the Web page is moved 

into the already existed aub-f older. 

9. (Previously presented) A computer program product on a 
computer readable medium for categorizing bookm^rked 
Web pages in a bookmark folder comprising: 

code means for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

code means for downloading the category if the Web 
page has been assigned a category; 

code means for creating a sub-folder in the bookmark 
folder with the category as a name; and 

code means for storing a bookmark to the Web page into 
the sub-folder. 

10. (Original) The computer program product of Claim 9 
further including code means for determining whether 
there already exists a sub-folder with the category as 
a name before creating the sub-folder. 

11. (Original) The computer program product of Claim 10 
wherein if there already exists a sub-folder with the 
category as a name, the bookmark to the Web page is 
stored into the already existed eub-foldar and the 
sub-folder is not created. 
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12 (Original) The computer program product of Claim 9 
wherein if the Web page has not been assigned a 
category, the bookmark to the Web page is stored into 
a default sub-folder. 

13. (Original) The computer program product of Claim 12 
wherein if the Web page has not been assigned a 
category, a note is sent to an administrator of the 
server requesting that the Web page be assigned a 
category. 



16, 



14, (Original) The computer program product o£ Claim 13 
wherein after the Web page has been assigned a 
category, the category and the URL of the web page are 
downloaded wherein the downloaded category is used as 
a name to a sub-folder into which the bookmark to the 
web page is to be moved and the ORL is used to 
differentiate the Web page from other Web pages that 
may be in the default sub- folder. 

15. (Original) The computer program product of Claim 14 
further including code means for determining whether 
there already exists a sub-folder with the category as 
a name in the bookmark folder before creating the sub- 
folder. 



(Original) The computer program product of Claim 15 
wherein if there already exiets a sub-folder with the 
category as a name, a sub-folder is not created and 
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the bookmark to the Web page is moved into the already 
existed sub-folder* 

17. (Previously presented) A computer implemented 
apparatus for categorizing bookxnaxked web pages in a 
bookmark folder comprising: 

means for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

means for dov/nloading the category if the Web page has 
been assigned a category; 

means for creating a sub^folder in the bookmark folder 
with the category as a name; and 

means for storing a bookmark to the Web page into the 
sub-folder - 

18. {Previously presented) The computer implemented 
apparatus of claim 17 further including means for 
determining whether there already exists a sub-folder 
with the category as a name before creating the sub- 
folder, 

19. (Previously presented) The computer implemented 
apparatus of Claim 18 wherein if there already exists 
a eub-foldor with the category as a namo, th© bookmark 
to the Web page is stored into the already existed 
sub-folder and the sub^folder is not created. 
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20. (Previously presented) The computer implemented 
apparatus of Claim 17 wherein if the Web page has not 
been assigned a category, the bookmark to the Web page 
is stored into a default sub-folder. 

21. (Previously presented) The computer implemented 
apparatus of Claim 20 wherein if the Web page has not 
been assigned a category, a note is sent to an 
administrator of the server requesting that the Web 
page be assigned a category. 

22. (Previously presented) The computer implemented 
apparatus of Claim 21 wherein after the Web page has 
been assigned a category, the category and the URL of 
the Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
UBL is uaed to differentiate the Web page from Other 
Web pages that may be in the default sub-folder. 

23. (Previously presented) The computer implemented 
apparatus of Claim 22 further including code means for 
determining whether there already exists a sub-folder 
with the category as a name in the bookmark folder 
before creating the sub-folder. 

24. (Previously presented) The coimputer implemented 
apparatus of Claim 23 wherein if there already exists 
a sub-folder with the category as a name, a sut>-folder 
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is not created and the boolaaark to the Web page is 
moved into the already existed sub-folder. 

25. {Previously presented) A computer system for 
categorizing boOcmarked Web pages in a bookmark folder 
comprising: 

at least one memory device for storing code data; and 

at least one processor for processing the code data to 
determine whether a Web page to be bookmarked has been 
assigned a category on a server, to download th© 
category if the Web page has been assigned a category, 
to create a sub-folder in the bookmark folder witn the 
category as a name and to store a bookmark to the Web 
page into the sub-folder. 

26* (Original) The computer system of Claim 25 wherein the 
processor processes the code data to further determine 
whether there already exists a sub-folder with the 
category as a name before creating the sub-folder. 

27. (Original) The computer system of Claim 26 wherein if 
there already exists a sub-folder with the category as 
a name, the bookmark to the Web page is stored into 
the already existed sub-folder and the sub-folder is 
not created. 

28. (Original) The computer system of Claim 25 wherein if 
the web page has not been assigned a category, the 
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bookmark to the Web page is stored in a default sub- 
folder . 

29. (Original) The computer system of Claim 28 wherein if 
the web page has not been assigned a categoryr a note 
is sent to an administrator of the server requesting 
that the Web page be assigned a category. 

30- (Original). The computer system of Claim 29 wherein 
after the Web page has been assigned a category, the 
category and the URL of the Web page are downloaded 
wherein the downloaded category ia used as a name to a 
sub-folder into which the bookmark to the Web page is 
to be moved and the URL is used to differentiate the 
Web page from other Web pages that may be in the 
default sub-folder . 

31- (Original) The computer system of Claim 30 wherein the 
processor processes the code data to further determine 
whether there already exists a sub^folder with the 
category as a name in the bookmark folder before 
creating the sub-folder, 

32* (Original) The computer system of Claim 31 wherein if 
there already exists a sub-folder with the category as 
a name, a sub^f older is not created and the bookmark 
to the Web page is moved into the already existed sub- 
folder - 
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33, (Previously presented) ^ computer implemented method 
of categorizing bookmarked Web pages in a bookmark 
folder on & local oomputor system comprising the Steps 
Of: 

determining whether a Web page is to be bookmarked on 
the local computer system; 

determining, if the Web page is to be bookmarked, 
whether the Web page has been assigned a category on a 
remote computer system; 

downloading the category if the Web page has been 
assigned a category; 

determining whether the downloaded category already 
exists as a name of a sub-folder in the bookmark sub- 
folder on the local computer system; 

storing, if the downloaded category already exists as 
a name of a sub-folder in the bookmark sub-folder on 
the local computer system, a bookmark to the Web page 
into the sub- folder; 

creating, if the downloaded category does not already 
exist as a name of a sub-folder in the bookmark sub- 
folder on the local computer system, a sub-folder in 
the bookmark folder on the local computer system with 
the downloaded category as a name for the sub- folder; 
and 
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storing the bookmark to the Web page into the created 
sub-folder . 



AUS920010888US1 

Page 15 of 15 



PAGE 36/51 * RCVD AT 12111/2005 5:13:45 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6124* DNIS:2738300 * CSID:512 306 0240 * DURATION (inin-ss):1048 



Sunday, December 11, 2005 4:13 PM 



Volel Emile, Esq. (512) 306-0240 



AppLNo. 09/997,915 
Appeal Brief dated 12/1 1/2005 
Reply to Office Action of 08/23/2005 



RECEIVED 
CENTRAL n^XCEI\rrER 

DEC 1 1 2005 



IM THB UMJOT STATES PATICNT AND TRADBMABK OETICE 



In re: Application of; 
Bhupesh Gupta 

Serial No: 09/997,915 

Filed: 11/29/2001 

Title: APPARATUS AND METHOD 
OF ORGANIZING BOOKMARKED 
WEB PAGES INTO CATEGORIES 



Before the Examiner: 
Gautam Sain 

Group Art Unit: 217 5 

Confirmation No.: 6707 



APPELLANTS' BRIEF UNDER 37 C.F.R. 1.192 

Coiranissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is an appeal to a final rejection dated August 
25, 2005 of claims 1 - 33 of Application Serial Number 
09/997,915 filed on October 29, 2001. This Appeal Brief is 
submitted pursuant to a Notice of Appeal filed on October 
11, 2005 in accordance with 37 C.F.R. 1.192. 
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BRIEF FOR APPLICANTS - APPELLANTS 
(1) 

Real Party in Interest 
The real party in interest is International Business 
Machines Corporation (IBM), the assignee. 

(2) 

Related Appeals and Interferences 
There are no othor appeals or interferences known to 
appellants, appellants' representative or assignee, which 
will directly affecr or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

(3) 

Status of Claims 
Claims 1-32 have been finally rejected under 35 
U.S.C. §102 (b) as being anticipated by Burke (US 6,032,162) 
in an Office Action dated August 25, 2005. In that Office 
Action, newly added Claim 33 was also finally rejected 
under 35 U.S.C. §103 as being unpatentable over Burke. 

(4) 

Status of Amendment 
All amendments have been entered, 

(5) 

3iunmary of the Invention 
The present invention provides an apparatus, system, 
computer program product and method of organizing 
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bookinarked Web pages into categories. In accordance with 
the teachings of the invention, when a user is bookmarking 
a web page, a check is made to detonaino whether the Web 
page to be bookmarked is assigned a category on a server. 
If so, the category is downloaded from the server. A sub- 
folder is then created with the downloaded category as a 
name and the bookmarked page is stored therein (see page 
12, lines 13 to 23, page 15, lines 16 to 24 and page 15, 
line 27 to page 16, line 9). 

(6) 

Whether Claims 1-32 wore properly rejected under 
102(b) as being anticipated by Burke. And, whether 
Claim 33 was properly rejected under 103. 

(7) 

Grouping of Claims 
The rejected claims fall under two groups: 
Group I: 1-32; and 
Group II: 33. 

(8) 
Argument 

In considering a Section 102 rejection, all the 
elements of the claimed invention must be disclosed in a 
single item of prior art in the form literally defined in 
the claim. ^araesi^ury Cojrp. v. Litton Indus. Pxodvats, 756 
F.2d 1556, 225 USPQ 253 (Fed. Cir. 1985); Atlas Powder Co. 
V. Dupont, 750 F,2d 1569, 224 USPQ 409 (Fed. Cir. 1984); 
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American Hospital Supply Travenol Labs,, 745 F.2d 1, 223 
USPQ 577 (Fed, Cir. 1984). 

Burke purports to provide a system for storing 
bookmark files at a remote location. According to Burke, a 
bookmark file that is stored on a local computer system 
(i.e., a system that is being used by a user) may also be 
stored remotely for anytime availability. When a bookmark 
file is being stored at a remote location, the file may be 
merged with another bookmark file which may have been 
previously stored thereat. When the bookmark files are 
merged together, bookmarked Web pages from the new bookmark 
file may be stored in categories or sub-folders in which 
bookmarked pages from the previously stored bookmark file 
are stored. The categories may be in accordance with a 
master set of theme and topic codes. In this case, 
individual pages will have been given a topic and theme 
code by the local system. After storing the bookmark file 
at the remote location, the user may at anytime download 
the file to any local system and the bookmarked pages will 
be displayed in their respective category. 

However, Burke does not teach, show or so much as 
suggest bookmarking web pages by first dttttfrminlng Aether 
A SBTV^r hate ^sSJ-gn^d a c^t^ozy to tli« page and ±t. so, -to 
dcwnload the catogory and to use it a« tha title of a sub-^ 
folder into which the page is stored in the bookmark folder 
as claimed. 

Consequently, Applicants submit that the Claims 1-32 
are allowable. Hence, Applicants respectfully request 
allowance and passage to issue of the claims in the 
Application. 
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Regarding Cl.im 33, it specifically states that when a 
web page is to be stored on a loc*l co«iputer system, a 
check is made to deteri^ine whether the pago has been 
assigned a category on a remote system. If so, the 
i.s downloaded . And if the downloaded category 
does not already exist as a title of a sub-folder in the 
bookmark folder, a sub^folder having for title the category 
is created into which the page is stored. 

It is a well settled law that in considering a Section 
S103 rejection, the subject matter of the claim ^^as a 
whole" must be considered and analyzed. In the analysis, 
it is necessary that the scope and contents of the prior 
art and differences between the art and the claimed 
invention be determined. Graham v. Johzi Deere Co,, 383 
U.S. 1 (1966). 

As mentioned above, the disclosure of Burke is 
directed toward storing bookmark files at remote systems 
such that users may always have access to the files. It is 
not directed to bookmark Web pages locally. Thus, Burke 
does not show the steps of downloading categories, creating 
sub-folders with the downloaded categories as title and to 
store web pages locally in those created categories. 

Therefore Applicants submit Claim 33 should also be 
allowable. / 



RespeCtfulJ}^ submitted, 

rj^f^:-- mJ. 

By: . U L . ■ 

Volel' Emile 

Attorney for Applicants 
RiSgistration^No. 39,959 
,(512) 306-.T9'69 
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APPENDIX 

1. (Previously presented) A computer implemented method 
of categorizing bookmarked Web pages in a bookmark 
folder comprising the steps of: 

determining whether a Web page to be bookmarked has 
been assigned a category on a server; 

downloading th^ category if the Web page has been 
assigned a category; 

creating a sub-folder in the bookmark folder with the 
category as a name; and 

storing a bookmark to the Web page into the sub- 
folder. 

2. (PireviouBly presented) The computer implemented method 
of Claim 1 further including the step of determining 
whether there already exists a sub-folder with the 
category as a name before creating the sub-folder. 

3. (Previously presented) The computer implemented method 
of Claim 2 wherein if there already exists a sub- 
folder with the category as a name, the bookmark to 
the Web page is stored into the already existed sub- 
folder and the 9ub-f older is not created. 
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4. (Previously presented) The computer implemented method 
of Claim 1 wherein if the Web page has not been 
assigned a category, the Web page is stored into a 
default 3ub-f older. 

5. (Previously presented) The computer implemented method 
of Claim 4 wherein if the Web page has not been 
assigned a category, a note is sent to an 
administrator of the server requesting that the Web 
pege be assigned a category. 

6. (Previously presented) The computer Implemented method 
of Claim 5 wherein after the Web page has been 
assigned a category, the category and the URL 'of the 
Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
UBL is used to differentiate the Web page from other 
Web pages that may b© in the default sub-folder. 

7. (Previously presented) The computer implemented method 
of Claim 6 further including the step of determining 
whether there already exists a sub-folder with the 
category as a naine in the bookmark folder before 
creating the sub- folder. 

8. (Previously presented) The computer implemented method 
of Claim 7 wherein if there already exists a sub- 
folder with the category as a name, a sub-folder is 
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not created and the bookmark to the Web page is moved 
into the already existed sub^f older. 

9, (Previously presented) A computer program product on a 
computer readable medium for categorizing bookmaxked 
Web pages in a bookmark folder comprising; 

code means for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

code means for downloading the category if the Web 
page has been assigned a category; 

code means for creating a sub-folder in the bookmark 
folder with the category as a name; and 

code means for storing a bookmark to the Web page into 
the gub-folder. 

10* (Original) The computer program product of Claim 9 
further including code means for determining whether 
there already exists a sub-folder with the category as 
a name before creating the sub-folder, 

11. (Original) The computer program product of Claim 10 
wherein if there already exists a sub-folder with the 
category as a name, the bookmark to the Web page is 
stored into the already existed sub-folder and the 
sub^folder is not created. 
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12. (Original) The computer program product of Claim 9 
wherein if the Web page has not been assigned a 
category, the bookmark to the Web page is stored into 
a default sub-folder. 

13. (Original) The computer program product of Claim 12 
wherein if the Web page has not been assigned a 
category, a note is sent to an administrator of the 
server requesting that the Web page be assigned a 
category. 

14. (Original) The corapviter program product of Claim 13 
wherein after the Web page has been assigned a 
category, the category and the URL of the V7eb page are 
downloaded wherein the downloaded category is used as 
a name to a sub-folder into which the bookmark to the 
Web page is to be moved and the URL is used to 
differentiate the Web page from other Web pages that 
may be in the default sub-f older. 

15. (Original) The computer program product of Claim 14 
further including code means for determining whether 
there already exists a sub-folder with the category as 
a name in the bookmark folder before creating the sub- 
folder. 

16. (Original) The computer program product of Claim 15 
wherein if there already exists a sub-folder with the 
category as a name, a sub-folder is not created and 
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the bookraark to the Web page is moved into the already 
existed sub-folder. 

17. (Previously presented) A computer implemented 
apparatus for categorizing boolcmarlced Web page* in a 
bookmark folder comprising: 

means for determining whether a Web page to be 
bookmarked has been assigned a category on a server; 

means for downloading the category if the Web page has 
been assigned a category; 

means for creating a sub-folder in the bookmark folder 
with the category as a name; and 

means for storing a bookmark to the Web page into the 
sub-f older- 



18. (Previously presented) The computer implemented 
apparatus of Claim 17 further including means for 
determining whether there already exists a sub-folder 
with the category as a name before creating the sub- 
folder. 

19. (Previously presented) The computer implemented 
apparatus of Claim 18 wherein if there already exists 
a sub-folder with the category as a name, the bookmark 
to the Web page is stored into the already existed 
sub-folder and the sub-folder is not created. 
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20. (Previously presented) The computer implemented 
apparatus of Claim 17 wherein if th^a Wob page has not 
been assigned a category, the bookmark to the Web page 
is stored inro a default sub-folder. 

21* (Previously presented) The computer implemented 
apparatus of Claim 20 wherein if the Web page has not 
been assigned a category, a note is sent to an 
administrator of the server reguesting that the Web 
page be assigned a category- 

22. (Previously presented) The computer implemented 
apparatus of Claim 21 wherein after the Web page has 
been as3igned a category, the category and the URL of 
the Web page are downloaded wherein the downloaded 
category is used as a name to a sub-folder into which 
the bookmark to the Web page is to be moved and the 
URL is used to differentiate the Web page from other 
Web pages that may be in the default sub-folder. 

23. (Previously presented) The computer implemented 
apparatus of Claim 22 further including code means for 
determining whether there already exists a sub-folder 
with the category as a name in the bookmark folder 
before creating the sub- folder. 

24. (Proviousiy presented) The computer implemented 
apparatus of Claim 23 wherein if there already exists 
a sub-folder with the category as a name, a sub-folder 
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is not created and the bookmark to the Web page is 
moved into the already existed sub-folder. 

25. (Previously presented) A computer system for 
categorizing bookmarked web pages in a bookmark folder 
comprising: 

at least one memory device for storing code data; and 

at least one processor for processing the code data to 
determine whether a Web page to be bookmarked has been 
assigned a category on a server, to download the 
category if the Web page has been assigned a category, 
to create a sob-folder in the bookmark folder with the 
category as a name and to store a bookmark to the Web 
page into the sub-folder* 

26. (Original) The computer system of Claim 25 wherein the 
processor processes the code data to further determine 
whether there already exists a sub-folder with the 
category as a name before creating the sub-folder . 

27- (Original) The computer system of Claim 26 wherein if 
there already exists a sub-folder with the category as 
a name, the bookmark to the Web page is stored into 
the already existed sub-folder and the sub'-folder is 
not created. 

28. (Original) The computer system of Claim 25 wherein if 
the web page has not been assigned a category, the 
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bookmark to the Web page is stored in a default sub- 
folder. 

29. (Original) The computer system of Claim 28 wherein if 
the web page has not been assigned a category, a note 
is sent to an administrator of the server requesting 
that the Web page be assigned a category* 

30. (Original) The computer system of Claim 29 wherein 
after the Web page has been assigned a category, the 
category and the URL of the Web page are downloaded 
wherein the downloaded category is used as a naiu© to a 
sub-folder into which the bookmark to the Web page is 
to be moved and the URL is used to differentiate the 
Web page from other Web pages that may be in the 
default sub-folder, 

31. (Original) The computer system of Claim 30 wherein the 
procoesor processes the code data to further determine 
whether there already exists a sub-folder with the 
category as a name in the bookmark folder before 
creating the sub-folder • 

32. (Original) The computer system of Claim 31 wherein if 
there already exists a sub-folder with the category as 
a name, a sub-folder is not created and the bookmark 
to the Web page is moved into the already existed sub- 
folder . 
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33, (Previously presented) A computer implemented method 
of categorizing bookmarked Web pages in a bookmark 
folder on a local computer system comprising th© steps 
of: 

determining whether a Web page is to be bookmarked on 
the local computer system; 

determining, if the Web page is to be bookmarked, 
whether the Web page has been assigned a category on a 
remote computer system; 

downloading the category if the Web page has been 
assigned a category; 

determining whether the downloaded category already 
exists as a name of a sub-folder in the bookmark sub- 
folder on the local computer system; 

storing, if the downloaded category already exists as 
a name o£ a $ub-£<?ldej:: in the bookmerk sub-folder on 
the local computer system, a bookmark to the Web page 
into the sub-folder; 

creating, if the downloaded category does not already 
exist as a name of a sub-folder in the bookmark sub- 
folder on the local computer system, a sub-folder in 
the bookmark folder an tho local computer system with 
the downloaded category as a name for the sub-folder; 
and 
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storing the bookmark to the Web pag. into the created 
sub-folder. 
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